United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 


APPLICATION NO. 


10/804,360 


FILING DATE 


O.VI 9/200-1 


28075 7590 01/29/2008 

CROMPTON, SEAGER & TUFTE, LLC 
1221 NICOLLET AVENUE 
SUITE 800 

MINNEAPOLIS, MN 55403-2420 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. CONFIRMATION NO. 


BHATIA, AARTI 


PAPER NUMBER 


DELIVERY MODE 


Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 


PTOL-90A (Rev. 04/07) 


l/ffflrC? nVrliUli Otfff Iff ids y 

Application No. 

10/804,360 

Applicant(s) 

FARNHOLTZ, ROGER 

Examiner 

AARTI BHATIA 

Art Unit 

4123 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 19, 20, 21, 22, 24, 26, 27, 28, 29, 30, 31, 32, 33, 35, 36, 37, 38, and 40 
rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 5,228,441 to 
Lundquist. 

With respect to claim 19, Lundquist discloses a medical device, comprising: a 
tubular proximal shaft section (31) having a proximal end (32) and a distal end (33); a 
plurality of slits (41 ) defined in the proximal shaft section; wherein a greater number of 
slits are disposed near the distal end of the proximal shaft section than near the 
proximal end of the proximal shaft section (column 4, lines 20-37); a distal shaft section 
attached to the proximal shaft section (column 5, lines 12-24), the distal shaft section 
including a braid (54) attached to the distal end of the proximal shaft section; and a 
sheath polymer layer disposed over the proximal and distal shaft sections (46; column 
4, lines 38-40). 

With respect to claim 20, Lundquist discloses the medical device of claim 19, 
wherein the distal shaft section is deflectable (column 5, lines 33-36). 
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With respect to claim 21 , Lundquist discloses the medical device of claim 1 9, 
wherein proximal shaft section has a longitudinal axis and wherein the slits are arranged 
generally perpendicular to the longitudinal axis (see figure 4). 

With respect to claim 22, Lundquist discloses the medical device of claim 1 9. 
Lundquist does not discuss the stiffness levels of the proximal and distal shaft portions, 
however because the proximal shaft portion (slotted tube) and the distal shaft portion 
(braided member) are constructed differently, it is inherent that the stiffnesses of a 
slotted tube and a braided member are different. 

With respect to claim 24, Lundquist discloses the medical device of claim 19, 
wherein the number of slits per unit length is greater near the distal end of the proximal 
shaft section than near the proximal end of the proximal shaft section (column 4, lines 
20-37). 

With respect to claim 26, Lundquist discloses the medical device of claim 19, 
wherein the proximal shaft section is a nickel-titanium alloy tube (column 9, lines 47-51). 

With respect to claim 27, Lundquist discloses the medical device of claim 19, 
wherein the braid (54) partially overlaps with the distal end of the proximal shaft section 
(see figure 3). 

With respect to claim 28, Lundquist discloses a medical device, comprising: a 
proximal shaft portion (31) having a proximal junction (32) and a distal junction (33); a 
plurality of slits (41) defined in the proximal shaft portion; a braid (54) attached to the 
distal junction and extending distally therefrom (column 5, lines 12-24); and a sheath 
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polymer layer disposed over the proximal shaft portion and the braid (46; column 4, 
lines 38-40). 

With respect to claim 29, Lundquist discloses the medical device of claim 28, 
wherein the braid defines a distal shaft portion (figure 3, 54) and wherein the distal shaft 
portion is deflectable (column 5, lines 33-36). 

With respect to claim 30, Lundquist discloses the medical device of claim 28, 
wherein the proximal shaft portion has a longitudinal axis and wherein the slits are 
arranged generally perpendicular to the longitudinal axis (see figure 4). 

With respect to claim 31 , Lundquist discloses the medical device of claim 28, 
wherein the braid defines a distal shaft portion (figure 3, 54). Lundquist does not 
discuss the stiffness levels of the proximal and distal shaft portions, however because 
the proximal shaft portion (slotted tube) and the distal shaft portion (braided member) 
are constructed differently, it is inherent that the stiffnesses of a slotted tube and a 
braided member are different. 

With respect to claim 32, Lundquist discloses the medical device of claim 28, 
wherein a greater number of slits are disposed near the distal junction of the proximal 
shaft section than near the proximal junction of the proximal shaft section (column 4, 
lines 20-37). 

With respect to claim 33, Lundquist discloses the medical device of claim 28, 
wherein the number of slits per unit length is greater near the distal junction of the 
proximal shaft section than near the proximal junction of the proximal shaft section 
(column 4, lines 20-37). 
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With respect to claim 35, Lundquist discloses the medical device of claim 28, 
wherein the proximal shaft portion is a nickel-titanium alloy tube (column 9, lines 47-51). 

With respect to claim 36, Lundquist discloses the medical device of claim 28, 
wherein the braid (54) partially overlaps with the distal junction of the proximal shaft 
portion (see figure 3). 

With respect to claim 37, Lundquist discloses a medical device, comprising: a 
slotted tubular member (31 ) having a plurality of slots (41 ) therein, the slotted tubular 
member having a proximal end (32), a distal end (33), and a longitudinal axis; wherein 
the slots vary in number, location, frequency, size, or depth so that the tubular member 
varies in stiffness between the proximal end and the distal end (column 4, lines 20-37); 
a braid (54) attached to the distal end of the tubular member and extending distally 
therefrom (column 5, lines 12-24); and a sheath polymer layer disposed over the tubular 
member and the braid so as to define a catheter shaft (46; column 4, lines 38-40). 

With respect to claim 38, Lundquist discloses the medical device of claim 37, 
wherein the slots (41 ) defined are arranged generally perpendicular to the longitudinal 
(31) axis (see figure 4). 

With respect to claim 40, Lundquist discloses a medical device, comprising: a 
catheter shaft including a proximal shaft portion (31) and a distal shaft portion (54); the 
proximal shaft portion having a proximal end (32), a distal end (33), a longitudinal axis, 
and a plurality of slots (41 ) defined therein that are arranged generally perpendicular 
(see figure 4) to the longitudinal axis; wherein the slots vary in number, location, and 
frequency so that the proximal shaft portion varies in stiffness between the proximal end 
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and the distal end (column 4, lines 20-37); the distal shaft portion including a braid (54) 
that is attached to and partially overlaps (see figure 3) with the distal end of the proximal 
shaft portion (31) and extends distally from the distal end of the proximal shaft portion 
(column 5, lines 1 2-24); and a sheath polymer layer disposed over the catheter shaft 
(46; column 4, lines 38-40). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 25 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lundquist in view of U.S. Patent No. 5,437,288 to Schwartz. 

Lundquist discloses the medical device of claims 19 and 28, and teaches that 
there can be variation in the number, frequency, and location of slits (column 4, lines 
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20-37) but fails to disclose wherein the depth of slits is greater near the distal 
end/junction of the proximal shaft section than near the proximal end/junction of the 
proximal shaft section. 

Schwartz teaches a flexible catheter (figure 2), where the depth of slits (14) 
becomes greater when moving from the proximal end (11) to the distal end (12) (column 
4, lines 5-8). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the flexible catheter of Lundquist with the variable depth 
slits of Schwartz because by increasing the depth of the grooves, the flexibility of the 
flexible portion nearest the distal end is increased (column 4, lines 8-11). 

Response to Arguments 

4. Applicant's arguments with respect to claims 19, 37, and 40 have been 
considered but are moot in view of the new ground(s) of rejection. 

The Examiner has withdrawn the rejections of claims 19-41 under 35 U.S.C. 
§112, first paragraph based on the amended claims. 
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The applicant has amended independent claims 19, 37, and 40 to include 
limitations of dependent claims 23, 39, and 41, respectively. However, after further 
consideration the Examiner has cited prior art that anticipates or makes obvious all the 
claims currently presented. 

Terminal Disclaimer 

5. The terminal disclaimer filed on 21 December 2007, disclaiming the terminal 
portion of any patent granted on this application which would extend beyond the 
expiration date of U.S. Patent No. 6,716,207, has been reviewed and is accepted. The 
terminal disclaimer has been recorded. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AARTI BHATIA whose telephone number is (571)270- 
5033. The examiner can normally be reached on Monday-Thursday 8:00am -6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Del Sole can be reached on (571) 272-1 130. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AB 

/Joseph S. Del Sole/ 
Supervisory Patent Examiner, Art Unit 4123 


